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DETAILED ACTION 
Information Disclosure Statement 

1 . The information disclosure statement filed 10/3 1/2000 fails to comply with 37 CFR 

1.98(a)(3) because it does not include a concise explanation of the relevance, as it is presently 
understood by the individual designated in 37 CFR 1.56(c) most knowledgeable about the 
content of the information, of each patent listed that is not in the English language. The Japanese 
reference with document number 6-98728 has been placed in the application file, but the 
information referred to therein has not been considered. There is no way to establish whether 
U.S. Patent No. 5,482,369 is an English equivalent of the Japanese reference since the U.S. 
patent does not claim priority to the Japanese patent and the U.S. patent has two sets of priority 
data, such that the U.S. patent may not necessarily contain the same information as the Japanese 
patent. 

Claim Objections 

2. Claim 1 is objected to because of the following informalities: "an" instead of "a" should 
be before "injection tube" in line 3. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 1-18 are rejected under 35 U.S.C. 1 12, first paragraph, because the specification, 
while being enabling for the liquid treating equipment with a flow path with a depth greater than 
a desired liquid level, does not reasonably provide enablement for any other configuration other 
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than the relationship of the flow path with the desired liquid level. The specification does not 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make or use the invention commensurate in scope with these claims. The claimed 
invention would not work if the flow path is at a lesser or same depth as a desired liquid level 
since no liquid would ever spill into the flow path, such that there would be no liquid in the 
discharging vessel for the discharge tube to discharge. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

4. Claims 10 and 1 1 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

5_ Claims 10 and 1 1 are rendered indefinite by the recitation of almost at the center of the 
surface shape of the discharge vessel since it is unclear what the surface shape is referring to and 
how to determine where the center of the surface shape is. 

Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1, 8-12 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. Patent 
No. 3,085,717 to Anscherlik. 
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Anscherlik discloses a liquid treating equipment (see figure). A storage vessel (3) stores 
a liquid supplied by a liquid supplying means (P) through an injection tube (91), which extends 
above the storage vessel (see figure). A discharging vessel (8) is joined with the storage vessel 
(3) by a flow path (7) (see figure). At least the bottom surface of the flow path is situated at a 
lower level position than the desired level of liquid (L) to be stored in the storage vessel (see 
figure). A discharge tube (2) has a discharging inlet positioned on the discharging vessel to 
allow liquid to be discharged from the discharging vessel (see figure). The discharging inlet is 
positioned at the almost same level position as a desired liquid level (L) of the liquid to be 
injected into the storage vessel as shown by the inlet on the discharging vessel near the line 
representing the desired liquid level (see figure). The discharging inlet appears to be positioned 
at the center of the exterior surface of the discharging vessel, which has a rounded surface (see 
figure). A liquid discharging means (4) discharges the liquid from the discharging vessel (8) 
through the discharge tube (see figure; col. 2, lines 44-54). The limitation of the liquid 
discharging means with a sufficient flow rate larger than that of the liquid supply means is 
considered a recitation of intended use that does not structurally further define the equipment. 
Therefore, as long as the liquid discharging means is capable of a flow rate larger than that of the 
liquid supply means the limitation is met. The method of forming the device is not germane to 
the issue of patentability of the device itself. Therefore, the limitation of the storage vessel, flow 
path, and discharging vessel formed at a single base material has not been given patentable 
weight, especially since the ultimate structure of the apparatus is not affected. 
3. Claims 1-3, 9-12 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. Patent 
No. 5,140,527 to Jones et al. 
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Jones et al. disclose a liquid treating equipment (fig. 1). A storage vessel (42) stores a 
liquid supplied by a liquid supplying means (36,40) through an injection tube (44), which 
extends into the storage vessel (fig.l). A discharging vessel (12) is joined with the storage vessel 
by a flow path (46) (fig. 1). A discharge tube (16) has a discharging inlet positioned on the 
discharging vessel to allow liquid to be discharged from the discharging vessel by a liquid 
discharging means (14) (fig. 1). It appears the discharging inlet is positioned at the almost same 
level position as a desired liquid level of the liquid to be injected into the storage vessel (fig. 1). 
The discharging inlet appears to be positioned at the center of the exterior surface of the 
discharging vessel, which has a rounded surface (fig. 1). The discharging vessel appears to have 
a surface area twice or over as large as that of the storage vessel (fig. 1). The limitation of the 
liquid discharging means with a sufficient flow rate larger than that of the liquid supply means is 
considered a recitation of intended use that does not structurally further define the equipment. 
Therefore, as long as the liquid discharging means is capable of a flow rate larger than that of the 
liquid supply means the limitation is met. The method of forming the device is not germane to 
the issue of patentability of the device itself Therefore, the limitation of the storage vessel, flow 
path, and discharging vessel formed at a single base material has not been given patentable 
weight, especially since the ultimate structure of the apparatus is not affected. 

Claim Rejections - 35 USC §103 
4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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5. The factual inquiries set forth in Graham v. John Deere Co.* 383 u - s - h 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

7. Claims 15-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 3,085,717 to Anscherlik. 

Anscherlik fails to disclose a liquid discharging means facilitating discharge through the 
discharge tube. Rotary displacement pumps and positive displacement pumps with plungers 
moving back and forth in their cylinders by a pulse motor are very well known and often used to 
supply and discharge liquids. Therefore, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to provide a rotary air pump or positive 
displacement pump with plungers moving back and forth in their cylinders by a pulse motor to 
facilitate quick and precise supplying of liquid to the storage tank and discharging of the liquid to 
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prevent accumulation of liquid in the discharging vessel and backflow of liquid into the storage 
vessel with the use of suction to more quickly discharge fluid and unclog the discharge tube. 

8. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
3,085,717 to Anscherlik in view of U.S. Patent No. 3,909,205 to Jones. 

Anscherlik fails to disclose the injecting inlet of the injection tube is positioned at a lower 
level position than the desired liquid level of the liquid to be stored in the storage vessel. Placing 
the injecting inlet below liquid levels is very well known. See for example, Jones who teaches 
placing the injection tube (18) downward into the storage vessel, such that the lower ends of the 
injection tube is below the liquid level in the storage vessel (col. 2, lines 16-20). Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to place the injecting inlet below the desired liquid level to prevent splashing as taught by 
Jones (col. 2, lines 16-20). 

9. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
5,140,527 to Jones et al. 

It is unclear whether the discharge vessel has a surface area that is at least ten times as 
large as that of the storage vessel. However, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to provide a larger discharging vessel that 
would be at least ten times as large as the surface area of the storage vessel if necessary or 
desired to hold more liquid (or mud in this circumstance). Furthermore, it has been held that 
where the only difference between the prior art and the claims was a recitation of relative 
dimensions of the claimed device and a device having the claimed relative dimensions would not 
perform differently than the prior art device, the claimed device was not patentably distinct from 
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the prior art device (Gardner v. TEC Systems, Inc., 725 F - 2d 1338 > 22 ° USPQ 777 (Fed. Cir. 
1984), cerL denied , 469 U.S. 830, 225 USPQ 232 (1984)). 

10. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
3,085,717 to Anscherlik or U.S. Patent No. 5,140,527 to Jones et al. 

Each of Anscherlik and Jones et al. do not explicitly disclose that the discharge vessel has 
a depth smaller than the storage vessel. However, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to provide a discharge vessel that has 
a depth smaller than the storage vessel to facilitate quicker draining of the discharge vessel and 
prevent overflow and backflow of liquids. 

1 1 . Alternatively, claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 3,085,717 to Anscherlik. 

Anscherlik fails to disclose that the liquid discharging means has a sufficient flow rate 
larger than that of the liquid supplying means. However, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have the liquid discharging 
means at a flow rate larger than that of the liquid supplying means to prevent flooding and 
spilling in the equipment. 

12. Alternatively, claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No. 3,085,717 to Anscherlik or U.S. Patent No. 5,140,527 to Jones et al. 

Each of Anscherlik and Jones et al. fail to address whether the storage vessel, flow path, 
and discharging vessel are formed integrally. However, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to form the storage vessel, 
flow path, and discharging vessel integrally to reduce the number of manufacturing steps for 
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simplicity. Furthermore, it has been held that forming in one piece an articule, which has 
formerly been formed in a plurality of pieces and put together, involves only routine skill in the 
art (Howard v. Detroit Stove Works* 150 us - 164 (1893)). 

13. Claims 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 3,085,717 to Anscherlik or U.S. Patent No. 5,140,527 to Jones et al. in view of JP 9- 
101099 to Hashizume et al. 

Each of Anscherlik and Jones et al. fail to address whether the storage vessel, flow path, 
and discharging vessel are formed integrally from a material make acrylic board. However, it 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to integrally form the storage vessel, flow path, and discharging vessel from acrylic board 
to provide a biocompatible, leak-tight device as taught by Hashizume et al. 

Allowable Subject Matter 

14. Claims 7 and 14 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

15. The following is a statement of reasons for the indication of allowable subject matter: 
The prior art of record does not teach or fairly suggest an opened canaliculated shape nor 
hydrophilic-treated surfaces of the liquid treating equipment as recited in the claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth Quan whose telephone number is (571) 272-1261. The 
examiner can normally be reached on M-F (8:00-4:30). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on (571) 272-1267. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Elizabeth Quan 
Examiner 
Art Unit 1743 
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Supervfepry Patent Examiner 
Technology Center 1700 
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